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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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1 )KI Responsive to communication(s) filed on 19 December 2007 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-17,19 and 20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-17,19 and 20 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

1. Claims 1-13, & 16-17, and 19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Lamers et al Patent Application Publication US 2002/01 14955 Al . The applied reference has a 
common inventor with the instant application. Based upon the earlier effective U.S. filing date 
of the reference, it constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 
102(e) might be overcome either by a showing under 37 CFR 1 .132 that any invention disclosed 
but not claimed in the reference was derived from the inventor of this application and is thus not 
the invention "by another," or by an appropriate showing under 37 CFR 1.131. 

2. Patentee discloses an aqueous coating composition and a method for production 
comprising the reaction product of polyisocyanate, compounds having at least one primary or 
secondary amino group with one hydroxyl group, and one anhydride, which is reactive toward 
hydroxyl groups of other reactants (Paragraphs 23-25, and 27-28). In particular, the 
polyisocyanate disclosed exhibit two free NCO groups, no OH groups, and form a prepolymer 
with either polyether polyol or polyester polyol, wherein the NCO groups can be further 
modified by alkoxypoly(oxyalkylene) alcohol (Paragraphs 66-68, 91, and 121). Lamers et al 
further teaches that the compounds having one primary or secondary amino group with one 
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hydroxyl group consist of diethanolamine and/or diisopropanolamine, therefore having 2 to 6 
carbons in the main chain, containing at least one secondary NH group, and reactive with NCO 
compounds via nitrogen atom, forming a urea bond (Paragraph 95). Lamers et al further 
discloses that anhydride present consists of trimellitic anhydride, and that the resultant 
polyurethane has a molecular overlapping the weight range claimed of 500 to 10,000, more 
specifically 1,000 to 4,000 (Paragraphs 97-98, and 108). 

3. Regarding claims 13, & 16-17, patentee teaches that aqueous polyurethane coating can be 
cured i.e. cross-linked by melamine resin, wherein the cure temperature range from 71°C to 
177°C (Paragraphs 115, 127, 158). The specified range overlaps claim 16 of less than 145°C but 
not 177°C, however Lamers et al teaches that if needed, higher temperatures can be used as 
necessary to active cross-linking mechanisms. Therefore examiner takes the position that cross- 
linking temperatures may exceed 180°C. Furthermore, Lamers et al teach that the cure 
temperature can react as high as 204°C for electrodepositable coatings (Paragraph 165). 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 14, 15, 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lamers 
et al Patent Application Publication US 2002/01 14955 Al in view of Vandervoorde et al ('256). 
As discussed before, Lamers et al teaches a cross-linked polyurethane aqueous coating. While 
Lamers et al discloses that the aqueous coating is cross-linked by a melamine resin, there is no 
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teaching as to what particular melamine resin is used, specifically hexamethoxymethyl 
melamine. 

5. Vandervoorde et al teaches a cross-linked polyurethane aqueous coating, and goes on to 
teach the cross-linking agent is hexamethoxymethyl melamine, which is highly alkylated and is 
without NH groups (Column 1 1 lines 64-67, column 12 lines 1 , 3-6). Therefore it would have 
been obvious to one skilled in the art at the time of the invention to combine in Lamers et al 
individually old ingredients from Vandervoorde et al for their known additive function, i.e. it is 
obvious to add a known ingredient for its known function; in re Linder 173 USPQ 356; in re 
DIAL et al 140 USPQ 244. 

Response to Amendments/Arguments 

6. Applicants' arguments, filed 12/9/2007, with respect to the rejection of claims 1-13, and 
16-17, and 19 under 35 U.S.C. 102(e) as being anticipated by Lamers et al 2002/00861 15 Al 
have been fully considered and are persuasive, the rejection has been withdrawn. 

7. Applicants' arguments, filed 12/9/2007, with respect to the rejection of claims 1-13, and 
16-19 under 35 U.S.C. 102(e) as being anticipated by Lamers et al 2002/01 14955 Al have been 
fully considered but they are not persuasive. Applicants argue that claims 1-13 and 16-19 are not 
anticipated by Lamers et al because the language consisting of "A coating composition 
consisting of excludes the presence of certain components required by Lamers et al; the 
examiner disagrees. 

8. It is noted that Lamers et al teach in paragraph 64 that "the curable polyurethane material 
may be formed from... at least one polymeric polyamine," however the language "may be" 
clearly lists the components as optional. Furthermore, starting on page 2, Lamers et al teach 
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multiple ways to arrive at the polyurethane coating composition, including the steps listed in 
paragraphs 23-29. This methodology excludes the "polymeric polyamine," therefore contrary to 
applicants' assertions, Lamers et al still anticipates the claimed composition. 

9. Applicants' arguments, filed 12/9/2007, with respect to the rejection of claims 14, 15, and 
20 under 35 U.S.C. 103(a) as being obvious over Lamers et al 2002/01 14955 Al in view of 
Vandervoorde et al ('256) have been fully considered but they are not persuasive. 

10. Applicants argue that Lamers et al is disqualified under 35 U.S.C. 103(c) as not being 
applicable prior art under 35 U.S.C. 102(e); the examiner disagrees. Firstly, it noted in 
applicants' remarks filed 12/19/2007 stating that "both the '955 patent application as well as the 
'155 patent application are assigned to PPG Industries Ohio, Inc [and] the assignment for the '955 
patent application was recorded with the USPTO on February 8, 2002... [and] the assignment for 
the ' 1 15 patent application was record on with the USPTO on February 8, 2002." However this 
is not sufficient in establishing that the Lamers et al are not applicable prior art. 

1 1 . The burden of establishing that subject matter is disqualified as prior art is placed on 
applicant once the examiner has established a prima facie case of obviousness based on the 
subject matter. For example, the fact that the reference and the application have the same 
assignee is not, by itself, sufficient evidence to disqualify the prior art under 35 U.S.C. 103(c), 
i.e. there must be a statement that the common ownership was "at the time the invention was 
made." MPEP 706.02(1)(1). 

12. Moreover the examiner would like to point out that applicants' arguments raise a moot 
point because Lamers et al is applicable under 35 U.S.C. 102(a), as stated in the office action 
mailed 5/29/2007, which can not be disqualified under 35 U.S.C. 103(c). 
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Conclusion 

13. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

14. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

1 5 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN J. GILLESPIE whose telephone number is 
(571)272-2472. The examiner can normally be reached on 8am-5:30pm. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Vasu Jagannathan can be 
reached on 571-272-1 1 19. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

16. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
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system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

B. Gillespie 
/Rabon Sergent/ 

Primary Examiner, Art Unit 1796 



